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STATEMENT OF QUESTIONS PRESENTED 


1. The question presented by this appeal is whether the 
United States District Court for the District of Columbia 
has jurisdiction of this case under 35 U.S.C. 146 (appeal 
by a party dissatisfied with the decision of the Board of 
Patent Interferences on the question of priority) and more 
specifically, whether there are a plurality of parties to 
satisfy the key jurisdictional language: 


‘*If there be adverse parties residing in a plurality 
of districts not embraced within the same state .. ., 
the United States District Court for the District of 
Columbia shall have jurisdiction... .’’ 


2. One subsidiary question is whether the language: 


‘*Suit may be instituted against the party in interest 
as shown by the records of the Patent Office at the 
time of the decision complained of ...’’ (35 U.S.C. 146) 


precludes instituting suit against a real party in interest 
who is not ‘‘shown by records of the Patent Office.’’ 


3. Another subsidiary question is whether the term ‘‘rec- 
ords of the Patent Office’’ in the language: 


‘¢Suit may be instituted against the party in interest 
as shown by the records of the Patent Office at the 
time of the decision complained of ...’’ (35 U.S.C. 
146) 


includes the record of the interference in question and 
more particularly, whether said term includes testimony 
of the adverse applicant in the interference and a file wrap- 
per affidavit of the legal title holder of the adverse appli- 
cation in interference. 
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United States Court of Appeal 


For tHE District or CoLuMB1a CIRCUIT 


Appeal No. 13,836 


KeEennETH L. Jounson, Appellant, 
v. | 
Frank L. McLavcHuin anp Earu E, Howe, Appellees. 


Appeal From the Judgment of the United States District Court 
for the District of Columbia 


BRIEF FOR APPELLANT 


JURISDICTIONAL STATEMENT 


Jurisdiction of the District Court was invoked under 
35 U.S.C. 146 by appellant’s complaint appealing from the 
decision of the Board of Patent Interferences on the ques- 
tion of priority. The Patent Office decision complained of 
was dated August 15, 1956, and appellant’s complaint: was 
filed within sixty days of the date of final decision in the 
Patent Office on October 15, 1956. A final order of the 
District Court dismissing the complaint as amended was 
entered February 26, 1957. Notice of Appeal was served 
and filed March 28, 1957. This Court has jurisdiction under 


| 
| 
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65 Stat. 726 (1951), 28 U.S.C. 1291 and 1294, as well as 
35 U.S.C. 146. 


STATEMENT OF THE CASE 


Appellant Johnson and the appellee McLaughlin both 
filed patent applications in the United States Patent Office 
and an interference was declared between these applica- 
tions. The Board of Interference Examiners awarded 
priority to appellee McLaughlin. Appellant Johnson 
brought this action in the District Court for the District 
of Columbia to reverse the decision of the Board of Patent 
Interferences under Section 146 of the Patent Laws, 35 
US.C. 146. 


Appellees moved to dismiss the complaint for lack of 
jurisdiction on the ground that the assignment records of 
the Patent Office at the time of the decision complained 
of showed that McLaughlin’s application was owned solely 
by appellee Howe. Thereupon, appellant Johnson filed an 
amended complaint further specifying and alleging as a 
fact, that both Howe and McLaughlin are parties in interest 
in and to the application filed by McLaughlin by admitting 
an assignment of legal title to Howe and alleging that 
McLaughlin is an exclusive licensee of Howe. Appellees 
renewed their motion to dismiss which was granted. 


It is true that the assignment records of the Patent 
Office show that all right, title and interest to the Mce- 
Laughlin application was assigned to Earl E. Howe on 
September 8, 1952. However, other records of the Patent 
Office, specifically the record of this interference proceeding, 
contains (page 55 in the testimony on behalf of the party 
McLaughlin) the following: 


Witness McLaughlin: 


**Q-168. Do you own that application that is in 
interference?’’ 


‘*A. I have the right to manufacture and sell it.’’ 
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In another record of the Patent Office, namely the 
file wrapper of the McLaughlin application in interference, 
an affidavit of appellee Earl E. Howe dated September 30, 
1952, indicates that McLaughlin is a real party in interest 
in that it refers to ‘‘control by me and Mr. McLaughlin”’ 
(page 2, lines 24, 25); and it also refers to “Mr, Mc- 
Laughlin, my licensee’’ (page 3, lines 6, 7). | 


Appellee Howe resides in Illinois and appelle Mc- 
Laughlin resides in Michigan. 


STATUTES INVOLVED i 
1. 35 U.S.C. 146 Civil action in case of interference. 


‘“‘Any party to an interference dissatisfied with the 
decision of the board of patent interferences on the question 
of priority, may have remedy by civil action, if commenced 
within such time after such decision, not less than ‘sixty 
days, as the Commissioner appoints or as provided in sec- 
tion 141 of this title, unless he has appealed to the United 
States Court of Customs and Patent Appeals, and such 
appeal is pending or has been decided. In such suits the 
record in the Patent Office shall be admitted on motion of 
either party upon the terms and conditions as to costs, 
expenses, and the further cross-examination of the witnesses 
as the court imposes, without prejudice to the right of the 
parties to take further testimony. The testimony and 
exhibits of the record in the Patent Office when admitted 
shall have the same effect as if originally taken on pro- 
duced in the suit. 


‘<Such suit may be instituted against the party in inter- 
est as shown by the records of ‘the Patent Office at the 
time of the decision complained of, but any party in interest 
may become a party to the action. If there be adverse 
parties residing in a plurality of districts not embraced 
within the same state, or an adverse party residing in a 
foreign country, the United States District Court for the 
District of Columbia shall have jurisdiction and may issue 
summons against the adverse parties directed to the mar- 
shal of any district in which any adverse party resides. 
Summons against adverse parties residing in foreign 
countries may be served by publication or “otherwise as 
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the court directs. The Commissioner shall not be a neces- 
sary party but he shall be notified of the filing of the 
suit by the clerk of the court in which it is filed and shall 
have the right to intervene. Judgment of the court in 
favor of the right of an applicant to a patent shall authorize 
the Commissioner to issue such patent on the filing in the 
Patent Office of a certified copy of the judgment and on 
compliance with the requirements of law. July 19, 1952, 
e. 950, Sec. 1, 66 Stat. 803.” 


2. 35 U.S.C. 63 Bill in equity to obtain patent. (Re- 
placed by 35 U.S.C. 146) 


‘“Whenever a patent on application is refused by the 
Board of Appeals or whenever any applicant is dissatisfied 
with the decision of the board of interference examiners, 
the applicant, unless appeal has been taken to the United 
States Court of Customs and Patent Appeals, and such 
appeal is pending or has been decided, in which case no 
action may be brought under this section, may have remedy 
by bill in equity, if filed within six months after such re- 
fusal or decision; and the court having cognizance thereof, 
on notice to adverse parties and other due proceedings had, 
may adjudge that such applicant is entitled, according to 
law, to receive a patent for his invention, as specified in 
his claim or for any part thereof, as the facts in the case 
may appear. And such adjudication, if it be in favor of 
the right of the applicant, shall authorize the commis- 
sioner to issue such patent on the applicant filing in the 
Patent Office a copy of the adjudication and otherwise 
complying with the requirements of law. In all cases 
where there is no opposing party a copy of the bill shall 
be served on the commissioner; and all the expenses of 
the proceedings shall be paid by the applicant, whether 
the final decision is in his favor or not. In all suits brought 
hereunder where there are adverse parties the record in 
the Patent Office shall be admitted in whole or in part, 
on motion of either party, subject to such terms and con- 
ditions as to costs, expenses, and the further cross- 
examination of the witnesses as the court may impose, 
without prejudice, however, to the right of the parties 
to take further testimony. The testimony and exhibits, 
or parts thereof, of the record in the Patent Office when 
admitted shall have the same force and effect as if originally 
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taken and produced in the suit. R.S. »dee. 4915; Feb. 9, 
1893, ¢. 74, Sec. 9, 27 Stat. 436; Mar. 2, 1927, «. 273, See. 
11, 44 Stat. 1336 ; Mar. 2, 1929, c. 488, See. 2(b), 45 Stat. 
1476; Aug. 5, 1939, ¢. 451, See. “4, 53 Stat. 1212." | 


3. 35 U.S.C. 72(a) Jurisdiction of district court of the 
United States for the District of Columbia in certain equity 
suits where adverse parties reside elsewhere; plurality of 
districts; service of writs. (Replaced by 35 U.S.C. 146) 


“Upon the filing of a bill in the district court of the 
United States for the District of Columbia wherein’ remedy 
is sought under section 63 or section 66 of this title, w ithout 
seeking other remedy, if it shall appear that there is an 
adverse party residing in a foreign country, or adverse 
parties residing in a plurality of districts not embraced 
within the same State, the court shall have jurisdiction 
thereof and writs shall, unless the adverse party or parties 
voluntarily make appearance, be issued against all of: the 
adverse parties with the force and effect and in the manner 
set forth in section 113 of Title 28; provided that writs 
issued against parties residing in foreign countries pur- 
suant to this section may be served by publication or 
otherwise as the court shall direct. March 3, 1927, ¢. 364, 
44 Stat. 1394; June 25, 1936, c. 804, 49 Stat. 1921.” | 


STATEMENT OF POINTS 


1. The District Court erred in refusing to hold that the 
District Court for the District of Columbia has jurisdiction 
of an action arising under 35 U.S.C. 146 which is otherwise 
in proper form, where there are, in fact, adverse parties 
residing in a plurality of distr iots not embraced within, the 
same state, despite the fact that the assignment records of 
the Patent Office show sole ownership in one of the parties. 


2. The District Court erred in refusing to hold that 
jurisdiction is founded solely on the allegations of the com- 
plaint, regardless of the fact that they have not been proyen. 


3. The District Court erred in refusing to hold that 
testimony taken during the course of an interference is a 
record of the Patent Office which may be used to deter- 
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mine the parties in interest for jurisdictional purposes 
under 35 U.S.C. 146. 


4, The District Court erred in refusing to hold that an 
affidavit found in the file of an application involved in a 
patent interference is a record of the Patent Office which 
may be used to determine parties in interest for jurisdic- 
tional purposes under 35 U.S.C. 146. 


5. The District Court erred in refusing to hold that the 
legal title holder and the exclusive licensee of a patent 
application involved in an interference are such parties 
in interest as will support jurisdiction in the District 
Court for the District of Columbia under 35 U.S.C. 146, 
where said title holder and exclusive licensee are residing 
in a plurality of districts not embraced within the same 
state. 


SUMMARY OF ARGUMENT 


Appellants submit that the District Court should be 
reversed on two grounds, each of which is consistent with 
the other and each of which is a sufficient basis for reversal 
independently of the other. 


The first ground is this: 


Where there are, in fact, adverse parties residing in a 
plurality of districts not embraced within the same state, 
the United States District Court for the District of Co- 
lumbia has jurisdiction, regardless of what the records 
of the Patent Office show. 


This point of view is supported by the following facts: 


1. The language conferring jurisdiction upon the United 
States District Court for the District of Columbia is 
mandatory in form. 

2. The mandatory language conferring said jurisdiction 
is contained in a sentence separate and independent from 
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the permissive sentence permitting one to use records of 
the Patent Office to determine adverse parties in interest. 


3. Said mandatory language conferring said jurisdiction 
is almost identical to the language used in the statute 
it replaced (35 U.S.C. 72(a)) and it has been uniformly 
held under the old statute that jurisdiction was deter- 
mined by the fact of adverse parties residing in a plurality 
of jurisdictions not embraced within the same state. 


4. If the Congress had intended to preclude a defeated 
party from determining the parties in interest by: the 
actual facts, it would have used mandatory language in- 
stead of permissive language in reference to the use of 
Patent Office records. : 


The second ground is this: 


The records of the Patent Office show that both appellee 
Howe and appellee McLaughlin are parties in interest in 
the McLaughlin application which won the interference. 
Since one resides in Illinois and the other resides in Michi- 
gan, the United States District Court for the Does of 
Columbia has jurisdiction. 


The records of the Patent Office relied upon are: 


(1) the testimony of appellee McLaughlin in the subject 
interference, and 


(2) an affidavit of appellee Howe in the file of the subject 
McLaughlin application. 


These records are believed adequate under the statate. 
If Congress had intended that the parties in interest be 
determined only by the assignment records of the Patent 
Office, it would have specified assignment records. 


In the sentence preceding the language in question, the 
statute provides that: | 


‘The testimony and exhibits of the record in’ ie 
Patent Office when admitted shall have the same effect 
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as if originally taken and produced in the suit.’’ (35 
U.S.C. 146) 


Thus, the testimony of the interference is considered a 
record of the Patent Office by the framers of the statute. 


It is well-established law in this jurisdiction that the 
legal title holder and the exclusive licensee of a patent 
application involved in an interference are such adverse 
parties as will support jurisdiction under 35 U.S.C. 146. 


It is also well-established law that the allegations of 
the complaint, even though unproven, are the sole basis on 
which jurisdiction is determined. 


ARGUMENT 


Boiled down to the issues which will decide the matter, 
this case involves no more than an interpretation of two 
sentences of the patent laws. These sentences appear 
consecutively in 35 U.S.C. 146 as follows: 


‘¢Such suit may be instituted against the party in 
interest as shown by the records of the Patent Office 
at the time of the decision complained of, but any party 
in interest may become a party to the action. If there 
be adverse parties residing in a plurality of districts 
not embraced within the same state, .. . the United 
States District Court for the District of Columbia 
shall have jurisdiction .. .’’ 


There is no precedent directly in point. 


In the first sentence, the question is whether the word 
‘‘records’’ means records of testimony and file wrapper 
records or just assignment records. In the second sentence, 
the question is whether mandatory jurisdiction may be 
based on fact or whether it must be based on the records of 
the Patent Office, regardless of the fact. 
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MANDATORY JURISDICTION BASED ON THE USE OF FACT 
TO SHOW WHO IS AN ADVERSE PARTY IN INTEREST 


Appellants are especially insistent that said second 
sentence confers jurisdiction upon the United States Dis- 
trict Court for the District of Columbia if there are, 
in fact, adverse parties residing in a plurality of juris- 
dictions not embraced within the same state. : 


It is agreed between the parties that appellees Howe 
and McLaughlin reside in different jurisdictions. It is 
apparently also agreed between the parties that the com- 
plaint alleges that appellees Howe and McLaughlin are 
each adverse parties in interest (paragraph 39(a) of 
Amendment to Complaint filed December 12, 1956). It is 
established law that if McLaughlin is an exclusive licensee 
of Howe, both are necessary parties to this action. Parker 
Rust-Proof Co. et al. v. Western Union Telegraph Co. et al., 
105 F. 2d 976 (C.A. 2), 1939; Nachod & United States Signal 
Co., Inc., et al. v. Automatic Signal Corporation et al., 
105 F. 2d 981 (C.A. 2), 1939; Minnesota Mining and Manu- 
facturing Company et al. v. Chavannes Industrial Syn- 
thetics, Inc., et al., 128 F. Supp. 659 (D.C. Del.), 1955. . 


It is also established law that the allegations of the 
complaint are the basis on which jurisdiction is initially 
determined. Robinson et al. v. Wayne et al., 136 F. 2d 767 
(C.C.A. Dis. of Col.), 1943; Hart v. B. F. Keith Ve 
Exchange, 262 U.S. 271, 67 L. Ed. 977 


However, based on the arguments of Appellees, ee 
Defendants, at the District Court, it would appear that 'they 
contend that the United States District Court for the '‘Dis- 
trict of Columbia cannot have jurisdiction, regardless of 
the facts, if the assignment records of the Patent Office 
show ownership of an application winning a patent inter- 
ference to be solely in one person who is not a resident 
of the District of Columbia. Appellants submit that; this 
is not true. | 
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A telling point in appellant’s favor is the legislative 
history of 35 U.S.C. 146. 


The prior statute on the same subject, 35 U.S.C. 72(a), 
contained this language: 


‘¢..if it shall appear that there... (are) adverse 
parties residing in a plurality of districts not embraced 
within the same State, the Court (district court of the 
United States for the District of Columbia) shall have 
jurisdiction .. .”’ 


This language was repeatedly held to require that there 
be, in fact, a plurality of adverse parties residing in dif- 
ferent jurisdictions not within the same state. Standard 
Oil Co. v. Pure Oil Co. and Wagner, 19 F. Supp. 833 
(D. C. District of Columbia 1937). There was no other 
basis for determining jurisdiction. 


This often worked a great hardship on defeated parties 
to an interference because they had no means for deter- 
mining the facts telling them who were the actual owners 
of the winning applications. The purpose of the new sen- 
tence permitting reliance on the records of the Patent 
Office was to obviate that difficulty for plaintiffs and to 
build a broader basis of jurisdiction in these eases. In 
this connection, it is well to note the commentary of P. J. 
Frederico on 35 U.S.C. 146, in the United States Code 
Annotated at pages 39 and 40 as follows: 


‘Under the old statute considerable difficulties 
arose with respect to the party defendant in the civil 
action. It was not uncommon for the party who lost 
an interference to file a civil action against his opponent 
in the Patent Office and then, when it was too late to 
file a new action, to have the action dismissed because 
of the absence of a necessary party whose interest had 
not been recorded in the Patent Office. One judge even 
suggested in one of his decisions that the complainant 
should first file a bill of discovery to find out who 
were the necessary parties, and then file the civil action. 
The first sentence of the second paragraph of section 
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146 takes care of the situation by providing thait the 
suit may be instituted against the party in interest 
as shown by the records of the Patent Office at the time 
of the decision in the interference, and that any party 
in interest may become a party to the action. Obvi- 
ously recourse may be had to 28 U.S.C.A. See. 1404 
for change of venue.”’ | 


A thorough search of the legislative history of 35 USC. 
146 reveals nothing indicating an intention of the Congress 
to limit the aeahetion of the District Court for the 
District of Columbia. 


Appellant’s position on this point is buttressed a the 
form of the language in the statute. The fact that there 
are two separate sentences is significant. It is doubly 
significant that one is permissive and the other is manda- 
tory. It appears to appellant that the only logical con- 
clusion to be drawn from these facts is that Congress 
intended to permit a defeated party to rely on the records 
of the Patent Office to determine who the adverse party or 
parties may be for jurisdictional purposes but it also in- 
tended to permit jurisdiction to be based on the actual 
facts of who may be the adverse party or parties. : 


If this is true, the decision of the District Court ‘must 
be reversed and appellant may then be given an oppor- 
tunity to prove the facts establishing jurisdiction. | 


PERMISSIVE JURISDICTION BASED ON RECORDS OF 
THE PATENT OFFICE 

Appellant respectfully submits that the term es 
of the Patent Office’? appearing in the first sentence of the 
second paragraph of 35 U.S.C. 146, has reference to any 
provable records of the Patent Office. It appears that 
appellees contend that the word ‘‘assignment’’ should be 
judicially read into the statute. 


If Congress had intended to limit to the eee 
records, the permissive use of records of the Patent Office 


i 
H 
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to determine the parties in interest in these cases, it would 
have used more definite and specific language. Certainly 
those who drafted the legislation were familiar with the 
facts; certainly they knew that the Patent Office has rec- 
ords other than the assignment records. In the sentence 
preceding the one in question, it is stated that: 


‘<The testimony and exhibits of the record in the 
Patent Office when admitted shall have the same effect 
as if originally taken and produced in the suit.’’ 


The physical nearness of the word ‘‘record’’ in the two 
sentences requires a specific clarification if the word is 
to have a specific meaning. There being no modifying 
language, it must be concluded that there was no modify- 
ing intent. 


By way of brief, it has been pointed out that the records 
of the Patent Office do show that appellees Howe and 
McLaughlin are each parties in interest in the McLaughlin 
application which won the interference. A ‘‘record of the 
Patent Office,’’ specifically the record of testimony of 
appellee McLaughlin in this interference, shows both 
McLaughlin and Howe to be parties in interest. Another 
‘‘record of the Patent Office,’’ specifically an affidavit of 
Howe filed in the application of McLaughlin, shows both 
McLaughlin and Howe to be parties in interest. 


They do reside in a plurality of districts not embraced 
within the same state and the complaint does allege the 
jurisdictional facts. 
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Therefore, it is respectfully requested that the order 
of the District Court in dismissing appellant’s complaint 
be reversed. | 


L. AuBREy Goopson, JR. | 
FIsHER AND CHRISTEN 
616 Colorado Building» 
Washington 5, D.C. | 
JoHN M. Kisse.Le 3 
Barnes, KIssELLE, LaucHiin 
& Ratscu | 
1509 Ford Building 
Detroit 26, Michigan 


Tuomas G. MILLER 
GREEN, McAuuisrer & Mu LER 
Grant Building 
Pittsburgh, Pennsylvania 


Attorneys for Appellant 
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APPENDIX 


Filed October 15, 1956 


IN THE DISTRICT COURT OF THE UNITED STATES 
FOR THE DiSTRICT OF COLUMBIA 


Civil Action No. 4118-56 


Kennetu L. Jounson, 128 Erie Street, Bainbos, 
Pennsylvania, Plaintiff 


Vv. 


Frank L. McLavcuiin and Eart EB. Howe, Defendants 


Complaint Re Patent Interference No. 87,053 


Plaintiff, for his cause of action in support of this 
complaint, alleges: 


(1) The plaintiff Johnson is the inventor of new and 
useful improvements relating to weld nuts. | 


(2) The plaintiff Johnson, a resident and citizen of the 
State of Pennsylvania, filed an application for Letters 
Patent in the United States Patent Office on July 20, 1948, 
Serial No. 39,679, for an invention entitled samp oed 
Weld Nut’’. 


(3) The plaintiff Johnson, during the pendency of the 
above application, on March 10, 1950 filed a second appli- 
cation for Letters Patent in the United States Patent 
Office, Serial No. 148,835, entitled ‘‘Weld Nut’’ as a con- 
tinuation-in-part of application No. 39,679. 


2 (4) The plaintiff Johnson has, since August of 

1948 licensed nut manufacturers to make, use and 
sell weld nuts in accordance with his invention. Weld nuts 
of his invention have been made and publicly sold by 
licensed manufacturers and have been in public use by 
the makers of sheet metal products since 1948. : 
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(5) The defendant McLaughlin, a resident and citizen 
of the State of Michigan, on September 20, 1948 filed 
application for Letters Patent in the United States Patent 
Office, Serial No. 50,186, entitled ‘‘Weld Nut’’ which appli- 
cation for Letters Patent was abandoned by him in March 
of 1951, after a second unfavorable action thereon by the 
Patent Office dated September 8, 1950. 


(6) The defendant McLaughlin on September 17, 1952 
filed a second application for Letters Patent in the United 
States Patent Office, Serial No. 310,063, entitled ‘‘Weld 
Nut’’, and contrary to abandoned application No. 50,186, 
presented claims drawn only to the method of forming 
the nut. 


(7) Frederick G. Richardson, a resident and citizen of 
the State of Michigan, on June 19, 1952, filed an applica- 
tion for Letters Patent in the United States Patent Office, 
Serial No. 294,314, for an invention entitled ‘‘Weld Nut 
and Method of Making Same’’. 


(8) Richardson has been manufacturing and publicly 
selling weld nuts made in accordance with his invention 
prior to and since the filing date of the second McLaughlin 
application. His weld nuts were accepted and adopted 
and many thousands were publicly used by makers of auto- 
motive bodies before the filing of the second McLaughhn 
application. 


3 (9) Earl E. Howe, a resident and citizen of the 

State of [llinois, has an assigned interest in Mc- 
Laughlin application Serial No. 310,063, as recorded Sep- 
tember 17, 1952 in Liber D-233, page 605 of the Patent 
Office records. 


(10) A Petition to Make Special the prosecution of the 
second McLaughlin application No. 310,063 was filed in 
the Patent Office on January 7, 1953, the basis being that 
weld nuts were being manufactured by an alleged in- 
fringer, Mt. Clemens Metal Products Company. The peti- 


at 
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tion was supported by affidavits of Norman §8. Parker, 
an attorney then of record, Frank L. McLaughlin as the 
inventor, and Harl E. Howe. 7 


(11) Richardson is now and was at the time of the 
filing of McLaughlin’s Petition to Make Special, president 
and controlling stockholder of Mt. Clemens Metal i aa 
Company. 


(12) On June 21, 1954, the Patent Office declared inter- 
ference No. 87,053 between application No. 148,835 of 
plaintiff Johnson, No. 310,063 of defendant McLaughiin, 
and No. 294,314 of Richardson, as based on a count or 
claim relating to the method of forming a weld nut. 


4 (13) The count or claim in issue in interference 
No. 87,053 reads as follows: 


The method of forming a weld nut from a) — 
consisting of a standard “nut of standard nut. stock, 
having generally flat, generally parallel end surfaces 
and flat side surfaces ‘meeting at corner edges inter- 
secting the end surfaces to form sharp points, which 
includes positioning such a nut in a zone of treatment 
with an end surface unconfined adjacent its corner 
areas, and there exerting lateral inward pressure of 
metal deforming intensity against corner areas of 
the nut at corner pressure zones having a substantial 
axial extension, continuing such pressure inwardly 
against progressively increasing pressure surface 
areas of substantial axial extension and of substantial 
lateral extension transversely of radii extending 
through such nut corner edges, directing said pressure 
to distort said sharp points axially bodily beyond an 
end surface while maintaining them solidly connected 
to the body of the nut, to form welding projections, 
and discontinuing such lateral pressure with the axially 
distorted points “of said welding projections more re- 
mote from the center of the nut than are the inter- 
mediate undistorted parts of the flat side surfaces. 
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(14) The affidavits introduced in support of McLaughlin’s 
Petition to Make Special admitted that the defendants were 
stirred into filing the second McLaughlin application by 
the public activities of Mt. Clemens Company in exploiting 
weld nuts made in accordance with the procedure of the 
count or claim in issue. 


(15) Preliminary statements were filed by the three 
parties to the interference and by a paper dated November 
4, 1954, the Patent Interference Examiner indicated that 
Johnson was the senior party, and that Richardson and 
McLaughlin were junior parties. 


5 (16) Motions were filed by the parties Johnson 

and McLaughlin during the motion period. Johnson 
moved to dissolve on the basis that any claims based upon 
the disclosure of the McLaughlin were not patentable to 
McLaughlin and that McLaughlin had no right to make 
any count in interference. McLaughlin moved to dis- 
solve on the ground that Johnson could not make the 
count or claim at issue. 


(17) By a decision on motions dated June 30, 1955, the 
Examiner of Interferences denied the motions. 


(18) On August 3, 1955, the Board of Patent Inter- 
ferences terminated the interference as to the then party 
Richardson, on the basis that he had alleged no date in 
his preliminary statement prior to the filing date of the 
senior party Johnson. It was thus adjudged that Richard- 
son was not the first inventor of the subject matter in issue 
and that there was no question of priority on which appeal 
could be taken. 


(19) After the parties McLaughlin and Johnson took 
testimony and after a final hearing, the Board of Patent 
Interferences made a decision dated August 15, 1956 which 
awarded priority of the subject matter of the count or 
claim in issue to McLaughlin the junior party, and further 
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held that Johnson could not make the count at issue in the 
interference. i 

(20) This action of the plaintiff Johnson has been insti- 
tuted in accordance with 35 U.S.C. 146, as a civil action 
in case of interference, and within sixty days of the date 
of final decision in the Patent Office which was adverse 
to the plaintiff and is adverse to the interests of Richardson 
and the Mt. Clemens Company. (R.S. 4915; 35 U.S.C., 
1946 ed., 63. Act Mar. 3, 1927, ch. 364, 44 Stat. 1394 and 
Oct. 31, 1951, ch. 655, sec. 53a, 65 Stat. 728; 35 U. S. c 
1946 ed., 72a). 


6 (21) Requirements and time elements of Builes 

303 and 304 of the Patent Office have been met by 
the plaintiff and no appeal has been taken to the U. S. 
Court of Customs and Patent Appeals by him. 


(22) The plaintiff has established public use and se 
of weld nuts constructed in accordance with the disclosures 
of his application and his invention for a period of over 
one year prior to the filing of the second McLaughlin 
application. ! 


(23) The count or claim of the interference sets farth 
an invention disclosed in both Johnson applications and 
Johnson has the right to make the count or claim in issue. 


(24) The count or claim in issue, as interpreted by the 
final decision of the Board of Patent Interferences, is 
unpatentable to the party McLaughlin, in view of the prior 
art of record in the applications of the three original 
parties interferent, in view of the prior art of record in 
the interference proceeding, in view of United States 
Letters Patent No. 2,214,198 of September 10, 1940: to 
Langmaid et al, and in view of prior public use of more 
than one year established by the party Johnson. 


(25) The count or claim in issue reads on the applica- 
tion disclosures of the three original parties interferent. 
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(26) The count or claim is not ambiguous and should 
be interpreted accordingly. 


(27) Weld nuts made by the process of the count are of 
a type requiring proof of utility; weld nuts of the general 
type or form provided by the process of the count or claim 
have not been known commercially by those skilled in the 
art prior to disclosures of Johnson, McLaughlin or 
Richardson. 


7 (28) McLaughlin did not, prior to the constructive 

reduction to practice of his second filed application, 
establish the utility of his weld nut or of the process 
employed in making it and did not reduce the invention 
of the count or claim to practice prior to such filing. 


(29) McLaughlin abandoned the invention of the count 
or claim in issue prior to the filing of his second application. 


(30) McLaughlin has no right in law or equity to an 
award of priority as to the count or claim or as to any 
invention therein involved. 


(31) McLaughlin is barred from prevailing in the inter- 
ference by the acts, admissions, delays and omissions and 
conflicting positions taken by him, his privies, agents, rep- 
resentatives and corroboraters. 


(32) Great injury will result to the plaintiff and others 
if McLaughlin is awarded priority or is given the right 
to a patent based on the count or claim in issue. 


(33) Prior public use accomplished by Johnson or those 
licensed by him and accomplished by Richardson was of an 
invention embodied in or embraced by the count or claim 
in issue. 


(34) The party McLaughlin prosecuted other applica- 
tions for Letters Patent during the period he alleged lack 
of funds to continue the prosecution of his first filed appli- 
cation No. 50,186, as evidenced by McLaughlin United 
States Letters Patent No. 2,513,037 of June 27, 1950 and 


4 
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McLaughlin et al No. 2,555,093 of May 29, 1951 of which 
judicial notice may be taken, 


8 (35) The count or claim in issue is ge eee 

to the party McLaughlin in view of more than one 
year public use, prior art, and acts, admissions and omis- 
sions attributable to him. 


(36) The Patent Board of Interference ee ee 
ruled erroneously as to priority of invention and right to 
make the count and should be reversed as to such males 
and as to the bases therefor. 


(37) Leave is requested by the plaintiff to submit further 
proofs in this de novo proceeding. 


Wherefore, plaintiff prays for a ruling that the eae 
or claim in issue is unpatentable to the party McLaughlin, 
that the award of priority of invention to the party 
McLaughlin be withdrawn, that the right of the party 
Johnson to make the count or claim be recognized, that 
the equities and rights of the plaintiff be recognized, and 
that an award of priority of invention be made to the plain- 
tiff, and for such other and further relief as seems proper. 


9 Green, McCa..istTer & Mme 
405 Grant Building : 
Pittsburgh 19, Pennsylvania 


Txomas G. MILLER 
A member of the firm | 
Attorneys for Plaintiff Kenneth L. 
Johnson of Edinboro, Pennsylvania 
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Strate oF PENNSYLVANIA ee 
County or ALLEGHENY 


Thomas G. Miller, being duly sworn, deposes and says 
that he is a partner of the firm of Green, McCallister and 
Miller; and that he has read the foregoing complaint and 
that he verily believes the facts stated in the pleading 
to be true. 

THomas G. MILLER 


Sworn to and subscribed before me this 12th day of 
October, 1956. 
GertRUDE EK. Ryan 
Notary 


(Srax) My Commission expires March 9, 1959 


Filed Oct. 31, 1956 


IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 4118-’56 
KennetH L. Jounson, Plaintiff 
v. 


Frank L. McLavcuurn, 3494 Cambridge Road, Detroit, 
Michigan and Eart E. Howe, 6101 Sheridan Road, 
Chicago, [llinois, Defendants. 


Motion to Dismiss Complaint for Lack of Jurisdiction 


Now come the defendants Frank L. McLaughlin and Earl 
EK. Howe, by their attorneys and counsel undersigned, and 
appear specially in the above styled cause for the purpose 
of bringing this motion and for no other purpose, and 
move that the complaint be dismissed for the reason that 
this Court is without jurisdiction to entertain this cause 
of action for the following reasons: 
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1. This complaint was filed by plaintiff in an effort to 
obtain remedy by special action because of an adverse 
decision by the Board of Patent Interferences, of the 
Patent Office, on a question of priority between application 
for Letters Patent Serial No. 148,835 filed by plaintiff and 
application for Letters Patent Serial No. 310,063 filed in the 
name of the defendant McLaughlin. | 


2. As stated in paragraph numbered 20 of the complaint, 
plaintiff relies upon 35 U.S.C. Sec. 146 as sa this 
19 Court jurisdiction in the cause. 


3. Among other things, this statute provides: 


‘“‘Such suit may be instituted against the on in 
interest as shown by the records of the Patent Office at 
the time of the decision complained of, but any party 
in interest may become a party to the action. I f there 
be adverse parties residing in a plurality of districts 
not embraced within the same state * * * the United 
States District Court for the District of Columbia 
shall have jurisdiction and may issue summons against 
the adverse parties directed to the marshal of any 
district in which any adverse party resides.’’ | 


4, Defendant McLaughlin is a resident and citizen of 
the State of Michigan as is admitted in pesca num- 
bered 5 of the complaint. 


5. Defendant Howe is a resident and citizen of the State 
of Illinois as is admitted in paragraph numbered 9 of the 
complaint. 


6. As is admitted in paragraph numbered 9 of the com- 
plaint, defendant Howe has an assigned interest in defend- 
ant McLaughlin’s application in interference as recorded 
September 17, 1952 in Liber D-233, page 605 of the Patent 
Office records. 


7. A certified copy of this assignment is attached on 
as a part of this motion. Such assignment discloses that 
the defendant Howe is the sole owner of the entire right, 
title and interest in and to defendant McLanghlin’s inven- 
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tion and his application Serial No. 310,063 filed therefor 
and is therefore the sole ‘‘party in interest as shown 
20 _—siby ‘the records of the Patent Office.’’ 


8. Defendant Howe, being the sole owner of record of 
defendant McLaughlin’s application, is the only indis- 
pensable party to this cause of action. 


9. Defendant McLaughlin, having parted with his entire 
right, title and interest in application No. 310.063 is, at 
most, a formal party and joining him as a party defendant 
does not confer jurisdiction upon this court. As defendant 
Howe is the only adverse indispensable party in this cause 
of action, jurisdiction of such an action is vested only in 
the United States District Court for the Northern District 
of Illinois, in which district, the defendant Howe resides. 


WueErerore these defendants pray that the complaint be 
dismissed and that they be awarded their costs and attor- 
neys’ fees. 

Greorce A. DecnaNn 

George A. Degnan 
1002 National Press Building 
Washington 4, D. C. 


Attorney appearing specially 
for the defendants. 


Of Counsel appearing specially 
for the defendants 


CLARENCE B. ZEWADSKI 
Clarence B. Zewadski 
3053 Penobscot Building 
Detroit 26, Michigan 


EK. J. BauLurr 

E. J. Balluff 
3153 Penobscot Building 
Detroit 26, Michigan 
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Filed Oct. 31, 1956 


21 U. S DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 


October 24, 1956 


Tuts Is To Certiry that the annexed is a true copy from 
the records of this office of an Instrument of Writing, re- 
corded September 17, 1952, referring to the Application of 
Frank L. McLaughlin, Filed September 17, 1952, Serial 
Number 310,063, for Weld Nut. | 


By authority of the 
CoMMISSIONER OF PATENTS 


W. G. Lanuam, JR. | 
(SEAL) Certifying Officer. , 





22 Assignment | 

Wuereas, I, Frank L. McLaveu.in, of Farmington, in 
the County of Wayne and State of Michigan, have invented 
a certain new and useful improvement in WELD NUT, 
for which I am about to make application for Letters 
Patent of the United States; and 


Wueneas, Hart BE. Hows, of Chicago, in the Geaatl of 
Cook and State of Illinois, is desirous of acquiring the 
entire right, title and interest in and to said invention, 
and in and to the Letters Patent to be obtained therefor; 


Now, THEREFORE, to all whom it may concern, be it known 
that for and in the consideration of the sum of One Dollar 
($1.00) and other good and valuable considerations to me 
in hand paid, the receipt of which is hereby acknowledged, 
I, Frank L. McLaveuuin, have sold, assigned and trans- 
ferred, and by these presents do sell, assign and transfer 
unto the said Eart E. Hows, the entire right, title and 
interest in and to said invention as fully set forth and 
described in the specification prepared. and executed by 
me on the 8th day of September, 1952, preparatory to 
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obtaining Letters Patent of the United States therefor, 
together with all future improvements thereon and addi- 
tions thereto, and United States patent applications which 
may be made therefor and any and all divisional and con- 
tinuing applications therefor, and the patents which may 
be thereupon issued, and any and all rights to file applica- 
tions and receive patents in countries foreign to the United 
States, the same to be held and enjoyed by the said Ear. 
EK. Howe to the full end of the term for which said Letters 
Patent may be granted; as fully and entirely as the same 
would have been held and enjoyed by me had this assign- 
ment and sale not been made; and I hereby agree to sign 
all necessary papers in connection with the prosecution and 
assignment of each and every of said applications. 


Anp I do hereby authorize and request the Commissioner 
of Patents to issue the said Letters Patent to the said 
Eart KE. Howe as assignee of my entire right, title and 
interest in and to the same for the sole use and behoof of 
the said Ear. E. Hows, or his heirs or legal representatives. 


In Testimony WHEREOF, I have hereunto set my hand and 
affixed my seal this 8th day of September, 1952. 


Frank L. McLavucHuin 
Frank L. McLaughlin 


State or MIcHIGAN ! 
County oF WAYNE 

I, Clyde Dangell, a Notary Public, do hereby certify 
that Frank L. McLavucuury, personally known to me to 
be the same person whose name is subscribed to the fore- 
going instrument, appeared before me this day in person 
and acknowledged that he signed, sealed and delivered 
said instrument as his own and voluntary act for the uses 
and purposes therein set forth. 


Given under my hand and notarial seal this 8th day of 
September, 1952. 
Ciype DAaNGELL 
(Szax) Notary Public 


ae ee ee fer ee 
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Filed December 12, 1956 


27 IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 4118-56 


Kewnneru L. Jounson, Plaintiff 
v. 


Frank L. McLavcuuin, 3494 Cambridge Road, Detroit, 
Michigan and Earn EK. Hower, 6101 Sheridan Road, 
Chicago, Illinois, Defendants. 

Amendment to Complaint 
Now comes Plaintiff, Kenneth L. Johnson, by his attor- 
neys, and amends the Complaint by adding the following 
paragraphs: 


(38) In the course of the taking of his Pre dur- 
ing Interference No. 87,053, the party McLaughlin ad- 
eased that he had the right to make the weld nut of 
McLaughlin application Serial No. 310,063. ! 


(39) In view of the party McLaughlin’s admission that 
he has the right to make the nut covered by application 
Serial No. 310,063 and in view of the circumstances under 
which said application was assigned from the party Me- 
Laughlin to the party Howe, upon information and — 
Plaintiff alleges that either | 


(a) The party McLaughlin is an exclusive Hiceaave of 
the party Howe under application Serial No. 310,063, in 
which case jurisdiction of this cause is vested in the Dis- 
trict Court for the District of Columbia; or : 


28 (b) The assignment of application Serial No. 
310,063 from McLaughlin to Howe is a nullity and 
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therefore, jurisdiction of this cause is vested in the District 
Court for the Eastern District of Michigan. 


Respectfully submitted, 


FisHer & CHRISTEN 
616 Colorado Building 
Washington 5, D. C. 


By L. Ausrey Goopson, JR. 
L. Aubrey Goodson, Jr. 


Attorneys for Plaintiff 





Filed December 20, 1956 


29 IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 4118-’56 
KenneiEru L. Jonnson, Plaintiff 
v. 


Frank L. McLavcuutn, 3494 Cambridge Road, Detroit, 
Michigan and Eart EB. Howe, 6101 Sheridan Road, 
Chicago, Illinois, Defendants. 


Renewal of Motion to Dismiss Complaint and Amendment to 
Complaint for Lack of Jurisdiction 


Now come the defendants Frank L. McLaughlin and 
Earl E. Howe, by their attorneys and counsel undersigned, 
and continuing to appear specially in the above styled 
cause for the purpose of bringing this motion and for no 
other purpose, and renew their motion to dismiss the com- 
plaint and amendment to the complaint for lack of juris- 
diction for the following reasons: 


1. Defendants include herein their motion to dismiss 
for lack of jurisdiction heretofore filed on October 31, 1956, 


we 
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the same as if the motion and reasons therefor were re- 
written herein. 


2. The amendment to the complaint was filed after the 

time permitted by the statute within which a cause of 

action of this nature may be filed and the amendment, 

30 ‘therefore, cannot be resorted to to cure any lack of 
jurisdiction appearing in the original complaint. | 


3. Assuming that the amendment to the complaint may 
be resorted to, it fails to cure this Court’s lack of a 
diction because: 


(a) The amendment does not assert additional alte: 
tions sufficient to vest this Court with jurisdiction of this 
cause of action. 


(b) Plaintiff admits in paragraph numbered 20 of his 
complaint that jurisdiction, if any, is vested in this Court 
by reason of Section 146 of the Patent Act. (35 ae 
Sec. 146). | 


(c) As that statute provides, among other things, that 
‘‘such suit may be instituted against the party in interest 
as shown by the records of the Patent Office’’, all of the 
issues involved in such suit can be concluded by making 
party defendants, only those who have a recorded interest 
in the subject matter as shown by the records of the Patent 
Office and hence such parties, who have a recorded interest 
in the Patent Office, are the only indispensable party: de- 
fendants. 


(d) As that statute provides, among other things, Re, 
‘‘such suit may be instituted against the party in interest 
as shown by the records of the Patent Office’’, those parties 
who may have an unrecorded interest in the subject matter 
are not necessary defendants to the bringing of the suit 
and to the determination of the issues, and hence, are’ meat 
indispensable parties. 


i 
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31 (e) Earl E. Howe, one of the defendants, appear- 
ing specially, is admittedly a resident and citizen of 
Illinois and, as shown by the records of the Patent Office, is 
the assignee of the entire right, title and interest in and 
to the application of the defendant McLaughlin. (See 
paragraph numbered 9 of complaint and certified copy of 
assignment attached to original motion to dismiss.) 


(f) In view of the facts set forth in (e), Earl Howe, a 
resident and citizen of the State of Lllinois, is the only 
indispensable party defendant in this litigation. 


(g) As shown by the records of the Patent Office, the 
defendant McLaughlin, appearing specially, has no interest 
whatsoever in his application in interference and therefore 
is not an indispensable party defendant in this cause. 


(h) As McLaughlin is not an indispensable or necessary 
party to this action, jurisdiction cannot be vested in this 
Court by joining McLaughlin as a party defendant. 


(i) As Howe is the only indispensable party defendant, 
as shown by the records of the Patent Office, and is a citizen 
and resident of the State of Illinois, this Court lacks juris- 
diction under the statute, for there are not ‘‘adverse parties 
residing in a plurality of districts not embraced within the 
same State.”’ 


Wuererore, these defendants pray that the complaint 

and the amendment to the complaint be dismissed 

32 for lack of jurisdiction and they be awarded their 
costs and attorneys’ fees. 


Respectfully submitted, 


Grorce A. DEGNAN 

George A. Degnan 
1002 National Press Building 
Washington 4, D. C. 


Attorney appearing specially 
for the defendants. 
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Of Counsel appearing specially 
for the defendants 


CLaRENCE B. ZEwapsk1 

Clarence B. Zewadski 
3053 Penobscot Building 
Detroit 26, Michigan 


K. J. BarLurr 

BH. J. Balluff 
3153 Penobscot Building 
Detroit 26, Michigan 


Dated December 20, 1956 


nd 


Filed February 26, 1957 


37 UNITED STATES DISTRICT COURT 
DISTRICT OF COLUMBIA 


Civil Action No. 4118-56 
KENNETH JOHNSON, Plaintiff 
v. | 
Frank L. McLavcuurn and Hargt BH. Howse, Defendants 


Order Granting Defendants’ Motions to Dismiss Complaint and 
Amendment to Complaint for Lack of Jurisdiction | 


This cause having come on to be heard on January 23, 
1957 on defendants’ motion to dismiss the ‘‘Complaint 
Re Patent Interference No. 87,053’? for lack of juris- 
diction and on the renewal of defendants’ motion to dismiss 
the complaint and amendment to complaint for lack: of 
jurisdiction, and the Court having heard arguments’ of 
counsel for both parties and having considered the specific 
points and authorities filed in support of each parties’ 
position, and it appearing that the facts are not such as to 
vest this Court with jurisdiction under 35 U.S.C. 146, | 
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Now, THEReErorE, It Is OrpEREp that the complaint 
38 as amended herein be and the same is hereby dis- 
missed for lack of jurisdiction. 


Jupce McGuire 
District Judge. 


Approved as to form: 


L. AusBrEy Goopson, JR. 
Attorney for Plaintiff. 





Filed March 28, 1957 


39 UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 





Civil No. 4118-756 
Kennetu L. Jounson, Plaintiff. 
v. 
Frank L. McLavcHur and Hart E. Howe, Defendants. 
Notice of Appeal 


Notice is hereby given this 28th day of March, 1957, that 
Plaintiff Kenneth L. Johnson hereby appeals to the United 
States Court of Appeals for the District of Columbia from 
the judgment of this Court entered on the 26th day of 
February, 1957 in favor of Defendants Frank L. Mc- 
Laughlin and Harl E. Howe against said Plaintiff Kenneth 
L. Johnson. 

FisHER & CHRISTEN 


By L. Ausrey Goopson, JR. 
Attorney for Plaintiff 
Kenneth L. Johnson 
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BRIEF FOR APPELLEES. 


United States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT. 


Appeal No. 13,836. 


KENNETH L. JOHNSON, 
Appellant, 
vs. 
FRANK L. McLAUGHLIN and EARL E: HOWE, 
Appellees. 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES 
Districr Court FoR THE District or CoLUMBIA. 


CLARENCE B. ZEWADSKI, 
3053 Penobscot Building, 
Detroit 26, Michigan, 
E. J. BaLLurr, 


3153 Penobscot Building, 
Detroit 26, Michigan, 


Georce A. DeGnan, 


1002 National Press Building, 
Washington 4, D. C., 


Attorneys for Appellees. 


THE GATES LEGAL PUBLISHING CO., CLEVELAND, OHIO——MAIN 1-5647 





STATEMENT OF QUESTIONS PRESENTED. 

In the opinion of appellees the main question is: 

1. Whether the District Court for the District of 
Columbia, whose jurisdiction is dependent upon the exist- 
ence of two indispensable adverse parties residing in dif- 
ferent states, has jurisdiction of this case under 35 U. S. C. 
146 (appeal by party dissatisfied with the decision of the 
Board of Patent Interferences), when the Statute | Pto- 
vides: : 
“Such suit may be instituted against the sackoee in in- 

terest as shown by the records of the Patent Office 

at the time of the decision complained of * * *” : 
and when the only recorded instrument in the Patent 
Office at the time of the decision is an assignment of the 
adverse application to a single individual residing in ne 
State of Illinois. 

In the opinion of appellees there are three eben 
questions: 

2. Whether that portion of the statute which peoaeies 
that i 

“Such suit may be instituted against the party in in- 
terest as shown by the records of the Patent Office 
at the time of the decision complained of * * *” 


refers only to those instruments transferring an interest in 
an application and recorded in accordance with the provi- 
sions of 35 U. S. C. 261, or refer to all documents, com- 
munications and files of every nature found in the Patent 
Office, including those not open to the public, such as appli- 
cations, application prosecution files, interference e 
dence, etc. 


3. Whether a complaint filed under 35 U. S. C. 46 
on the last day provided by the statute and the Patent Of- 
fice Rules and which shows lack of jurisdiction on its face, 


(i) 





‘i 
can be amended after the statutory period for bringing 
such suit, in an effort to cure the lack of jurisdiction. 


4. Whether the District Court should assume juris- 
diction .when the jurisdictional allegations are mere con- 
clusions and are pleaded by plaintiff in the alternative, 
and when plaintiff admits that if one of the alternative 
allegations is true, the Court has no jurisdiction. e 


\ eee 





INDEX TO APPELLEES’ BRIEF. 


Statement of Questions Presented 


Counter-Statement of the Case 
Additional Statutes and Rules Involved 


McLaughlin Is Not an Indispensable Party De- 
fendant 


The Amendment to the Complaint Fails to Make 
McLaughlin an Indispensable Party : 


Appellant’s Amendment to the Complaint Does 
Not Cure the Lack of Jurisdiction 


Jurisdiction Must be Determined by the Allega- 
tions of the Original Complaint 


Conclusion 
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United States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT. 


Appeal No. 13,836. 


KENNETH L. JOHNSON, 
Appellant, 


VS. | 
FRANK L. McLAUGHLIN and EARL E. HOWE, | 
Appellees. 


APPEAL FRoM THE JUDGMENT OF THE UNITED STATES 
District Court ror THE District oF CoLUMBIA. 


BRIEF FOR APPELLEES. 


COUNTER-STATEMENT OF THE CASE. 


Appellees believe that appellant has omitted ;some 
relevant matters in his statement of the case = will 
therefore make a counter-statement. 

The Board of Patent Interferences, in an interference 
between an application filed by appellant Johnson and an 
application filed by appellee McLaughlin, awarded priority 
to appellee McLaughlin. On the last day permitted by 35 
U. S. C. 146 and Rule 304 of the Rules of Practice of the 
United States Patent Office, appellant Johnson filed his 
complaint in the District Court for the District of Colum- 
bia. In paragraph 9 of the complaint appellant J ohnson 
alleged that: 

“Earl E. Howe, a resident and citizen of the State of 


Illinois, has an assigned interest in McLaughlin appli- 
cation Serial No. 310,063 as recorded September Li; 
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1952 in liber D-233, page 605 of the Patent Office 

records.” (App. 2) * 

There were no other allegations as to any other parties 
having an interest in the McLaughlin application. 

Appellees McLaughlin and Howe, appearing specially, 
moved to dismiss the complaint for lack of jurisdiction on 
the ground that the assignment records of the Patent Office 
at the time of the interference decision showed that 
McLaughlin’s application was owned solely by appellee 
Howe and a certified copy of the assignment (App. 11) 
referred to in paragraph 9 quoted above was attached to 
said motion as an exhibit. 

Almost two months subsequent to the filing of the 
complaint and prior to the hearing on the motion to dis- 
miss, appellant Johnson filed an “Amendment to Com- 
plaint” (App. 13) alleging that in the course of the taking 
of McLaughlin’s deposition in the interference 

“McLaughlin admitted that he had the right to make 


the weld nut of McLaughlin application Serial No. 
310,063.” 


Appellant thereafter alleged that in view of McLaugh- 
lin’s admission that he had the right to make the nut 
covered by application Serial No. 310,063 and 


“in view of the circumstances under which said appli- 
cation was assigned from the party McLaughlin to the 
party Howe, upon information and belief, plaintiff 
alleges that either 

(a) The party McLaughlin is an exclusive li- 
censee of the party Howe under application Serial No. 
310,063, in which case jurisdiction of this cause is 
vested in the District Court for the District of Colum- 
bia; or 


* Reference to the Appendix at the rear of appellant’s brief 
will be (App. ~---). 
Reference to appellant’s brief will be (Br. --__). 
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(b) The assignment of application Serial No. 

310,063 from McLaughlin to Howe is a nullity and 

therefore jurisdiction of this cause is vested in the 

District Court for the Eastern District of Michigan.” 

Appellees, continuing to appear specially, renewed 
their motion to dismiss which was granted. 

Appellant, in his statement of the case (Br. 2) prop- 
erly admits that the assignment records of the Patent Of- 
fice show that all right, title and interest to the McLaugh- 
lin application was assigned to Earl E. Howe on September 
8, 1952. Appellant also properly quotes (Br. 2) the ques- 
tion and answer in McLaughlin’s deposition upon which he 
bases his allegation that “other records of the Patent Of- 
fice” show that McLaughlin is an exclusive licensee. | 

Appellant, in an effort to show that McLaughlin is an 
exclusive licensee under his application in interference 
also refers to an affidavit of Earl E. Howe (Br. 3) found in 
the file wrapper of McLaughlin’s application which ap- 
pellant states is dated September 30, 1952 but which was 
executed on December 22, 1952. Although appellant did 
not set the facts up in his complaint or amendment thereto, 
he has brought this affidavit by Howe into the “Statement 
of the Case.” Appellees therefore believe that it is neces- 
sary to quote the complete statements from that affidavit 
relating to this subject matter. 


On page 1 lines 5-8 of the Howe affidavit he states: 


“T have granted to the McLaughlin Company of 
Farmington, Michigan the license under my patent 
No. 2,612,647 and under my application, Serial No. 
89,190 and 112,813.” 


On page 2 lines 22-25 Howe again states: 


“I, however, then made a recheck of pending appli- 
cations and issued patents to determine the relation- 
ship between the Mount Clemens nut and method 
with those controlled by me and by Mr. ee ce 
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On page 3 lines 4-7 Howe further states: 


“I did not even then realize that the activities of 
the Mount Clements were at all serious, and was not 
informed by McLaughlin, my licensee.” 

And on page 4 lines 10-12 Howe makes the following 
statement: 

“Since my income from my various weld nut 
developments comes from the McLaughlin Company, 
my licensee” 

Although these quotations have nothing to do with 
McLaughlin’s application 310,063 in interference, appel- 
lees assume that these are the statements from Howe’s 
affidavit which appellant relies upon to show that 
McLaughlin is an exclusive licensee under application 
310,063 in interference. 

Howe, the sole owner of the McLaughlin application, 
is a resident of Illinois. McLaughlin is a resident of 
Michigan. 


ADDITIONAL STATUTES AND RULES INVOLVED. 
1. 35 U.S.C. 261. Ownership; assignment. 


* * * 


“Applications for patent, patents, or any interest 
therein, shall be assignable in law by an instrument in 
writing. The applicant, patentee, or his assigns or 
legal representatives may in like manner grant and 
convey an exclusive right under his application for 
patent, or patents, to the whole or any specified part 
of the United States.” 


* * * 


“An assignment, grant, or conveyance shall be void as 
against any subsequent purchaser or mortgagee for a 
valuable consideration, without notice, unless it is 
recorded in the Patent Office within three months 
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from its date or prior to the date of such subsequent 

purchase or mortgage.” (R. S. 4898; 35 U.S. C., 1946 

ed. 47.) 

2. Patent Office Rules of Practice 304. Time for Ap 
peal or Civil Action. 

“The time for filing the notice and reasons of speed to 
the U. S. Court of Customs and Patent Appeals (rule 
302) or for commencing a civil action (rule 303) is 
sixty days from the date of the decision of the Board 
of Appeals or the Board of Patent Interferences.” * * * 


SUMMARY OF ARGUMENT. | 
Appellees submit that the District Court’s order; dis- 


missing the complaint as amended should be sod for 
the following reasons: 


I. | 
1. The jurisdiction of this Court in this interference 
action is based solely on the provisions of 35 U.S. C. 146. 
2. So far as this action is concerned, this Court has 
jurisdiction only if both appellants Howe and McLaughlin 
are indispensable adverse parties for the statute provides 
that there must be at least two adverse parties in interest 

and they must reside in different states. | 

3. 35 U. S. C. 146 provides that: ! 


“Such suit may be instituted against the party in in- 
terest as shown by the records of the Patent Office at 
the time of the decision complained of * * *.” : 

4. As stated in Minnesota Min. & Mfg. Co. v. Gabon: 
nes Industrial Synthetics, 128 F. Supp. 659, 661 ee 
D. C. Del.) 


“A ‘party in interest,’ as mentioned in the statute [See. 
146], must be assumed to be a party whose interest is 
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of such a nature that it would be improper or impos- 


sible to adjudicate the matter without his presence, 
viz., an indispensable party.” 


5. As a corollary to the above quotation, it is elemen- 
tary law that a party is not indispensable to a cause of 
action if the issues can be completely decided and con- 
cluded without his being joined as a party. 


6. Appellant admits (Br. 2) that Earl E. Howe, a 
resident of Illinois, by a recorded assignment in the Patent 
Office, is shown to be the owner of the entire right, title 
and interest in and to the McLaughlin application, and 
that there are no other instruments showing an interest 
in McLaughlin’s application that have been recorded in 
the Patent Office in accordance with 35 U.S. C. 261. 


7. As Earl E. Howe is the only party in interest as 
shown by the records of the Patent Office at the time of 
the decision complained of, and as the statute provides 
that this suit may proceed against such a party, the statute 
clearly provides that Howe is the sole indispensable party 
to this interference proceedings. As Howe is a resident 
and citizen of the State of Illinois, some District Court in 
that State is the only Court that has jurisdiction over this 
interference proceedings and the District Court for the 
District of Columbia lacks jurisdiction. 


I. 


The second question involves an interpretation of 
what “records” Congress was referring to when it pro- 
vided in the second paragraph of the statute that 

“Such suits may be instituted against the party in 


interest as shown by the records of the Patent Office 
* * 7? 
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Appellant contends that “the records” include not only 
instruments affecting title and recorded as provided in 
35 U. S. C. 261, but also include all other records, such 
as applications, prosecution files, and interference deposi- 
tions, none of which are open to the public. Appellant 
apparently bases his contention on the fact that in the 
first paragraph of the statute wherein it provides that the 
interference proceedings may be offered in evidence, these 
proceedings are referred to as “the record.” | 


1. As appellant admits (Br. 10), under the old stat- 
utes (35 U. S. C. 63 and 72a; Br. 4, 5) there was no other 
way of determining jurisdiction than by joining as de- 
fendants all parties having an adverse interest in fact. 

2. It is clear that the intention of Congress was to 
relieve a plaintiff from having to join all adverse interested. 
parties in fact, and to permit him simply to join all adverse 
interested parties as shown by the instruments affecting 
title as recorded in the Patent Office in accordance with 
35 U.S. C. 261. | 


3. If appellant’s interpretation that every file and 
document in the Patent Office are “the records,” is ac- 
cepted, then the statute will not have cured the fault 
Congress intended to cure; the statute will not have been 
given a common sense interpretation; and the statute will 
have been interpreted in a manner to bring about an 
absurd situation by compounding the confusion existing 
prior to its passage. 


Ii. 


Appellees contend that regardless of the interpreta- 
tion given to 35 U. S. C. 146 the District Court for the 
District of Columbia lacks jurisdiction in this case for 
when the complaint was filed on the last day permitted 
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by the statute, it showed on its face that McLaughlin had 
no interest in his application and that Howe was the sole 
indispensable adverse party. Appellant did file an amend- 
ment to the complaint in an attempt to show some adverse 
interest in McLaughlin, but this amendment, coming after 
the statutory period for vesting jurisdiction, came too late 
to clothe the District Court with jurisdiction. 


IV. 


Appellees further contend that the amendment to the 
complaint on its merits does not cure the lack of jurisdic- 
tion because the fact allegations relating to McLaughlin’s 
interest, even if true, do not show that McLaughlin is an 
exclusive licensee, which is necessary to make him an in- 
dispensable adverse party. (See admission Br. 9.) The 
jurisdictional conclusions drawn by appellant in his 
amendment are not supported by his allegations of fact, 
and should not be accepted to clothe the District Court 
with jurisdiction, especially when the jurisdictional con- 
clusions are set forth in the alternative and are incon- 
sistent with one another. 
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ARGUMENT. 


The principal question involved in this ee ee 
proceedings is whether or not there are two adverse in- 
dispensable parties defendants residing in different states. 


McLaughlin Is Not an Indispensable 
Party Defendant. 


Prior to the passage of Sec. 146 of the present Patent 
Statute, civil actions by dissatisfied parties to an inter- 
ference were controlled by the provisions of 35 _ s. C. 
63 and 72a. 

Under these earlier acts suit had to be brought sestcae 
all adverse parties in interest whether those interests 
were recorded in the Patent Office or whether they were 
unrecorded. This was so, obviously, because as the statute 
was then written, every adverse party in interest was an 
indispensable party. 

Hardships occurred to many plaintiffs under these old 
statutes for at times it was almost impossible to find out 
who were the adverse parties in interest. Many times 
suits were commenced and then after the statutory period 
had expired, some unknown adverse party in interest 
would be uncovered and the suit would be dismissed for 
lack of an indispensable party. 

It was this hardship that Congress cured by passing 
Sec. 146 of the present Patent Statutes. Congress did 
this by providing that ! 

“Such suit may be instituted against the oe in in- 
terest as shown by the records of the Patent Office 
at the time of the decision complained of, but any 
party in interest may become a party to the action.” 

Appellees submit that when the quoted portion of 
the statute refers to “the records of the Patent Office” it 
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means those instruments disclosing an interest in the in- 
vention of the adverse application involved which have 
been recorded in the Patent Office in accordance with the 
provisions of 35 U. S. C. 261. Appellees’ argument will 
first be based on that premise. 


The only document of an adverse party in interest 
recorded in the Patent Office in accordance with Sec. 
261 is an assignment from the applicant McLaughlin to 
Earl Howe of the entire right, title and interest in and 
to the McLaughlin invention and application. 


It has been held by many Courts that an applicant 
who has assigned his entire interest in and to his invention 
and application therefor, to another, is not a party in in- 
terest and hence is not an indispensable adverse party, al- 
though he may be a formal party. 


Standard Oil Co. v. Pure Oil Co. et al., 19 F. Supp. - 
833 (D. C. Dist. Col. 1937); 

Minnesota Mining & Mfg. Co. v. Chavannes In- 
dustrial Syn., 128 F. Supp. 659, 661 (D. C. Del. 
1955) ; 

United States v. Washington Institute of Technol- 
ogy, 138 F. 2d 25, 26 (C. A. 3, 1943); , 

John B. Pierce Foundation et al. v. Penberthy In- 
jector Co., 22 F. Supp. 239 (D. C. Del. 1938) ; 

Parker Rust Proof Co. et al. v. Western Union Tele- 
graph Co. et al., 105 F. 2d 976, 978 (C. A. 2, 
1939) ; 

Nakkin Patents Corp. v. Westinghouse Elec. & 
Mfg. Co., 21 F. Supp. 336 (D. C. E. D. Pa. 
1937). 


So, as the situation stands, up to this point, Howe, 
the assignee as shown by the records of the Patent Office, 
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is the sole adverse indispensable party, and a District 
Court in Illinois is the only Court having jurisdiction. 
When appellant filed his original complaint, ‘he al- 
leged the above facts, namely, that McLaughlin was the 
applicant and Howe was the assignee of the McLaughlin 
application. Yet, appellant filed his suit in the District 
Court of the District of Columbia, evidently on the er- 
roneous theory that the applicant of the adverse applica- 
tion was always an indispensable adverse party. At most, 
McLaughlin, under these facts, is a formal party only. 
However joining a formal party with an indispensable 
party will not give the District Court of the District of 
Columbia jurisdiction. | 


Standard Oil Co. v. Pure Oil Co. et al., 19 F. Sao: 
833 (D. C. Dist. of Col. 1937); : 
Chris Laganos Shoe Co. v. Watson et al., 221 F. 2d 
881 (C. A. Dist. of Col. 1955) ; | 
Cleveland Heater Co. v. Sawyer et al., 105 F. Supp. 

458 (D. C. Dist. of Col. 1952). 


This Court and the District Court have both held that 
if a ruling were made that appellant by making a'mere 
formal party a co-defendant can compel the real party in 
interest to come from any part of the United States and 
defend his rights in the District of Columbia, such a rul- 
ing would conflict with the general purpose of Congress 
as appears from the fact that ordinarily suits in the 
Federal Courts must be brought in the District in which 
the defendant resides. 


Standard Oil Co. v. Pure Oil Co. et al., 19 F. Supp, 
833 (D. C. Dist. Col. 1937); 

Chris Laganos Shoe Co. v. Watson et al., 221 F. 2d 
881 (C. A. Dist. of Col. 1955). 
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Appellant argues, however, that although the records 
of the Patent Office show that Howe of Illinois is the only 
adverse indispensable party, yet if appellant shows that 
McLaughlin of Michigan is an adverse indispensable party 
in fact by reason of some instrument not recorded in the 
Patent Office, then it is mandatory for the District Court 
of the District of Columbia to accept jurisdiction. Appel- 
lant further argues that as the statute provides that he 
may sue Howe alone in Illinois because of his recorded 
interest, this simply gives a permissive jurisdiction to the 
Courts of Illinois because of the use of the word “may” in 
the statute. In other words, appellant urges that he has a 
choice of suing Howe alone in Illinois as the only adverse 
party in interest or he has a choice of suing Howe and Mc- 
Laughlin jointly in the District of Columbia. 

Appellant’s argument is not sound. The issues are 
the same wherever the suit is brought. If appellant could 
sue Howe alone in Illinois, as Sec. 146 provides, then Mc- 
Laughlin is not an indispensable party in the Illinois suit. 
If McLaughlin is not an indispensable party in Illinois, 
then he cannot possibly be an indispensable party to de- 
cide the same controversy in any other Court. Either 
there is a sole indispensable party, in which case the mat- 
ter must be tried in Illinois or there are two indispensable 
parties in different states in which case the matter must 
be tried in the District of Columbia. There is only one 
District Court that has jurisdiction and appellant has no 
choice in the matter. The statute has not limited or en- 
larged the jurisdiction of any Court by its provisions. It 
has simply limited the adverse parties in interest that must 
be joined as defendants, to those having a recorded in- 
terest in the Patent Office. 
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When the statute provides that 


“Such suit may be instituted against the party in in- 


terest as shown by the Records of the Patent Office 
em? 


it provides just as clearly as if it had been aa out, 
that the only indispensable adverse parties are those hav- 
ing a recorded interest in the adverse application. This is 
borne out by the further provision 


“but any party in interest may become a party to ) the 
action.” | 


What the Statute really says to appellant in this case 
is—‘“Howe is the only indispensable party defendant as 
provided by this statute and you must sue him in Illinois. 
You need not sue McLaughlin, assuming he is an exclusive 
licensee, for McLaughlin has not recorded his interest. 
McLaughlin, if he has an interest, is well protected, for 


he can come into the Illinois suit and litigate his interest 
or he can stay out, just as he wishes. Under any circum- 
stance, Mr. Appellant, your interests will be fully liti- 
gated, whether McLaughlin chooses to come in or stay 
out for you have in Howe the only statutory sapere 
party that is necessary to your suit.” ! 


Appellees submit that the use of the word “may” 
the provision is just as effective in this statute as if ba 
or “shall” had been substituted therefor. 

Appellees further submit that whatever interest “Me- 
Laughlin may have in fact, he has been eliminated as an 
adverse indispensable party by Sec. 146, for his interests 
are not recorded in the Patent Office. Howe is the sole 
indispensable party and the District Court of the District 
of Columbia lacks jurisdiction under the statute. | 
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The Amendment to the Complaint Fails to Make 
McLaughlin an Indispensable Party. 

After appellees filed their original motion to dismiss, 
appellant amended his complaint (App. 13) in an attempt 
to show that McLaughlin was an adverse party in interest 
as shown by “the records” of the Patent Office. The 
“records” which appellant is relying upon is an answer by 
McLaughlin to a question found in his interference depo- 
sition which was lodged in the Patent Office. In his brief 
(Br. 3) appellant expounds his interpretation of “rec- 
ords” to include also an affidavit by Howe filed during the 
prosecution of the McLaughlin application. While none of 
these statements show that McLaughlin has any interest 
that would make him an adverse party in interest under 
any circumstances, appellees will assume for the purposes 
of this phase of the argument that these statements do 
show McLaughlin has an adverse interest in fact. 

Appellant’s argument is that when Sec. 146 provides 
that “Such suit may be instituted against the party in in- 
terest as shown by the records of the Patent Office” the 
expression “the records of the Patent Office” include not 
only those instruments recorded in the Patent Office under 
Sec. 261, showing an interest in the adverse application, 
but also everything lodged in the Patent Office, including 
applications, prosecution files, and interference proceed- 
ings, none of which are open to the public. 

Howe’s affidavit, on which appellant relies, was filed 
during the McLaughlin prosecution. Howe, among other 
things, stated that McLaughlin was licensed under an ap- 
plication filed in Howe’s name (See supra, p. 3). If 
Howe’s application under which McLaughlin is licensed 
was placed in interference with a stranger and this 
stranger filed a civil action to correct the interference de- 
cision granting Howe priority, how under the sun could 
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the stranger learn of McLaughlin’s interest in Howe’s ap- 
plication when the “record” in the Patent Office is lodged 
in McLaughlin’s application file wrapper, access to which 
is denied this stranger? 

Appellees submit that the example above Ae 
points up the absurdity of appellant’s interpretation of the 
statute. It is clear what Congress intended the law to be. 

Section 146 is comprised of two paragraphs. The 
first paragraph states that the dissatisfied party may have 
his remedy by civil action. The same paragraph then pro- 
vides that when the action comes to trial, the interference 
record in the Patent Office shall be admitted, including the 
testimony and exhibits, under certain conditions. _ 

The second paragraph of the Act then provides the 
jurisdictional requirements that must be met in order to 
determine which District Court shall try the action. The 
first sentence of the second paragraph states that the suit 
may be instituted against the party in interest as shown 
by the records of the Patent Office. Appellees submit that 
the second paragraph refers to those instruments showing 
an interest in the adverse application which are recorded 
in the Patent Office under Sec. 261 and that it cannot, and 
was never intended to relate to the interference record 
which was specifically considered in the first paragraph 
of the statute, nor to any other record in the Patent 
Office. 

If the statute is interpreted as appellant urges, then 
Congress has failed to cure the defects of the old statutes 
which it intended to cure. Appellant’s interpretation will 
cause a more difficult and absurd situation. It is not a com- 
mon sense interpretation. 

Appellees submit that the statute should be inter- 
preted to carry out Congress’ intent. That it should be 
given a common sense interpretation. That it should be 
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interpreted so as not to create an absurd and impossible 
situation. 

Congress intended the expression “as shown by the 
records of the Patent Office” to mean those records relat- 
ing to title and recorded in accordance with Sec. 261. 
When so interpreted, McLaughlin is not a “party in in- 
terest as shown by the records of the Patent Office” and 
therefore is not an indispensable party to this action. 


Appellant’s Amendment to the Complaint Does Not 
Cure the Lack of Jurisdiction. 


Assuming for this phase of the argument that any- 
thing lodged in the Patent Office is a “record” that may be 
relied upon to show that a party has an interest in the ad- 
verse application, appellees urge that the record relied 
upon by appellant does not show that McLaughlin has 


such an interest in his application as to make him an in- 
dispensable party. In the Amendment (App. 13) appellant 
alleged that during the taking of McLaughlin’s deposition 
he stated that he had the right to make the weld nut of the 
McLaughlin application. A right to make certainly does 
not spell out the fact that McLaughlin is an exclusive li- 
censee. At the most it indicates he has a non exclusive 
license or a shop right. 


Appellant admits that an indispensable party is one 
who is at least an exclusive licensee (Br. 9). 


When the alleged fact is, that McLaughlin is no more 
than a non-exclusive licensee, then an erroneous conclu- 
sion drawn from that fact to the effect that McLaughlin 
is an exclusive licensee certainly does not clothe the Dis- 
trict Court with jurisdiction for the conclusion is shown to 
be wrong by the facts alleged in the amendment. 
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The Howe affidavit, which was not referred to in the 
Amendment, at no place states that McLaughlin was an 
exclusive licensee. (Supra, pp. 3-4.) 

Appellees submit that when all of the ements in 
the Patent Office are considered, it is clear that McLaugh- 
lin is not an indispensable party, for no document shows 
that he has an exclusive interest in the Meteceniy ap- 
plication. 


Jurisdiction Must be Determined by the Allegations of 
the Original Complaint. | 

Appellant filed his complaint in the District Court on 
the last day permitted by Sec. 146 and Patent Office Rule 
304. The Complaint on its face shows that McLaughlin 
has no interest whatsoever in his application. So, during 
the statutory period appellant presented no allegations 
clothing the District Court for the District of Columbia 
with jurisdiction of this cause. Appellees urge that in 
order to cure this lack of jurisdiction the Amendment to 
the Complaint should have been filed within the permis- 
sible statutory period. As appellant’s Amendment was 
filed after the statutory period for obtaining the jurisdic 
tion of the District Court, appellees assert that the District 
Court cannot capture jurisdiction after the statutory 
period has expired, which the complaint did not alae 
during the statutory period. 
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‘CONCLUSION. 


Appellees submit that the District Court for the 
District of Columbia lacks jurisdiction of this cause for the 
several reasons above set forth and. the order dismissing 
the complaint should be affirmed. . ) 


| Respectfully submitted, 


Cuarence B. ZewapskI, 
3053 Penobscot Building, 
Detroit 26, Michigan, 
E. J. Baxiorr, | 


3153 Penobscot Building, 
Detroit 26, Michigan, 


Georce A. Decnan, 


1002 National Press Building, 
Washington 4, D. C., 


Attorneys for Appellees. 











